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b. Corporate. 
ce. Secondary. 


7. Descriptive Terms. 


9. Name of Patented Article. 
10. Advertising. 
§ 11. Other Instances. 


S 
§ 8. Geographical Terms. 
N 
§ 


3. Suits ror Unrair ComPETITION. 


1. Jurisdiction. 


§ 2. Parties and Liability. 
§ 3. Pleading and Practice. 
§ 4. Evidence. 
§ 5. Defenses. 
§ 6. Relief. 
a. Injunction. 
b. Accounting of Profits. 
c. Damages. 
d. Costs. 
§ 7. Laches. 
§ 8. Dismissal. 


1 TRADE-MARKS GENERALLY. 
1. Nature or Trape-Mark Rents. 


$ 1. Character of Right. 
The right to a trade-mark grows out of use and not mere adoption. A 
trade-mark is merely a protection for good-will and is not the subject of a 
property right, except in connection with an existing business. 149 


The protection given by law to trade-mark has a two-fold object; to 
protect the owner in his property and to protect the public from being de- 
ceived by reason of a misleading claim. 206 


§ 2. Extent of Right. 
The right which a person obtains by registration of a trade-mark under 
the federal statute is coterminous with the territory of the United States, 
and entitles him to enjoin the use of the same mark in interstate commerce 


by another, even in a territory distant from that covered by the reg- 
istrant. 203 
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The owner of a trade-mark enjoys a monopoly under the trade-mark 
law, which neither the Sherman Act nor any other act of Congress for- 
bids. 207 


A domestic dealer who has an exclusive sales contract with a foreign 
manufacturer, is entitled to register in the United States patent office, in 
his own name the trade-mark placed on the goods by the manufacturer; but 
he cannot prevent the importation into this country of genuine goods bear- 
ing the manufacturer’s mark. 224 


A defensive right in a trade-mark, sufficient to protect the user against 
injunctive relief by another, does not prevent the registration of the mark 
by the latter party. 11 


The owner of a trade-mark who for more than fifteen years does noth- 
ing in any of the customary methods either by advertising or registering his 
mark to give either the trade or the general public knowledge of the claimed 
mark, is bound to know that others are likely to adopt or use the same 
mark in ignorance of his adoption thereof. Under such circumstances, the 
later appropriator of a mark may claim the protection of an estoppel, the 
effect of which, however, will be confined to the territory occupied at the 
time of his receiving notice of the rights of the first user. 28 


Where a manufacturer adopts a mark and for many years makes no 
effort to extend the sale of the goods to which it is applied beyond 
a certain territory, and another manufacturer in ignorance of the rights of 
the first user adopts the same mark and applies it to goods of the like de- 
scriptive properties, which are sold in a territory well removed from the 
territory of the original appropriator of the mark, so that no confusion 
ever results, the original appropriator is not entitled to an injunction re- 
straining the later claimant from his use of the mark within the territory 
where it has been so long used. 28 


The name “Neverleak” applied during the life of the patent to a “Tire 
Fluid,” the composition of which is secret but the use of which in a pneu- 
matic tire is protected by a basic patent, does not become public property 
upon the expiration of the patent, because the “Tire Fluid” was never 
patented. Anyone was free to manufacture a “Tire Fluid” during the life 
of the patent and even to manufacture the one to which the name was ap- 
plied, if they could discover the formula. The name, therefore, merely in- 
dicates the specific “Tire Fluid” manufactured by the maker using that 
name and is the subject of a valid trade-mark. 61 
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There is nothing in the act of 1905 which purports to cut off or im- 
pair any substantive defense which would have been open to the later user 
of a mark, if there had been no registration, except in so far as it may 
perhaps affect the character of the registrant’s title to a descriptive word 
of secondary meaning. il 


§ 3. Ownership. 

Where the later appropriator of a mark used it for many years with- 
out challenge from the original appropriator, it may well be that, even if 
the original appropriator did not know of this use, nevertheless, it is legally 
chargeable with such knowledge and acquiescence for many years, and 
that the use by the later appropriator may mature into a possession of 
which a court of equity will not deprive him by injunction. 11 


§ 7. Use of Mark. 

The purchase of wines in bulk in California by a London house and 
the application of their trade-mark to the casks containing the wine, before 
shipment from this country consigned to themselves in London, is not use 
in commerce with this country. ‘twenty years’ use in this way gives no 
right to register, against a later user within the United States. 439 


2. Wuat May BE a Trapre-Mark. 


§ 1. Color. 
Registration refused of a blue fibrous core as a trade-mark for wire 
rope. 241 


A trade-mark for doors, consisting of a strip of light color inserted 


into the edge of the door, is valid. 388 
\ red band is a proper trade-mark. 597 
§ 2. Names of Patented Articles. 


See, also III, 2 § 9. 

The doctrine that the name under which an article has been sold be- 
comes public property upon the expiration of the patent does not apply to 
an arbitrary name which is not really descriptive of the article which may 
be described by other words. The trade-mark “President” for a patented 
suspender held to continue as the property of the manufacturer after the 
expiration of the patent. 303 


The fact that the plaintiff patented a furniture polish prior to his adop- 
tion of the trade-mark in suit is immaterial, for the polish sold under the 
trade-mark is not the patented polish, but a different one. 496 
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Upon the expiration of a patent, the generic term by which the article 
was known during the life of the patent becomes public property, and no 
one is entitled to its exclusive use. 561 


Upon the expiration in 1900 of the first of the patents designating the 
patentee’s article as “Featherbone,” the public acquired a right to sell 
“Featherbone” under that name, and the name could not thereafter be 
monopolized by the patentee as a trade-mark. 239 


& 3; Descriptive and Generic Terms. 
See, also, II, 4, § 2. 
The words “The American Girl” as applied to shoes are neither geo- 
graphical nor descriptive and are properly the subject of exclusive ap- 
propriation as a trade-mark. 169 


The word “mist” is descriptive of the goods on which it is used, and its 
use may therefore not be enjoined. 273 


The word “supreme” is a generic and descriptive term, and not the 
subject of exclusive appropriation as a trade-mark. 278 


The word “chain” is descriptive of rubber vehicle tires which have a 
representation of a chain moulded on the tread to prevent skidding or 
slipping. 238 


The word “Thermogen” is an English word derived from the Greek 
meaning “to bring forth heat,” and is therefore descriptive of a medicated 
cotton wadding so prepared as to act as a counter-irritant by the produc- 
tion of local heat, on application to the body. The adoption of the French 
spelling made by the addition of a final “e” does not change the character of 
the word which is not the subject of exclusive appropriation as a trade- 
mark. 247 


The words “Toasted Corn Flakes” as applied to white corn which has 
been flaked and browned by heat, are descriptive and not the subject of a 
valid trade-mark. 537 


The term “Dridip” is a mere misspelling of the word “dry-dip,” which 
is clearly descriptive of a dry, or powder preparation intended to perform 
the usual function of an animal dip. The mere misspelling of a descrip- 
tive term does not deprive it of its descriptive character. 300 


The words “The Velvet Kind” applied to ice cream have been used in 
the trade by manufacturers in various parts of the United States as in- 
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dicative of a desirable quality in their product. In view of such usage, it 
cannot now be exclusively appropriated by one manufacturer. 319 


The name “Roof Leak” as applied to roof paint, is descriptive, identi- 
fying its qualities and characteristics. 345 


The name “Coca Cola” is not descriptive, and is a valid trade-mark. 349 
The word “Rubberset,” used by the plaintiffs since 1905 upon brushes, 
the bristles of which were set in rubber, is not a valid, technical trade-mark, 
because merely descriptive of the process or method of manufacture of the 


goods. 357 


A descriptive term, by long association with the goods of one manu- 





facturer, may acquire a secondary meaning, as indicating origin. The word 
“Rubberset” has come to have such a significance and indicates in the mar- 
ket, as applied to brushes, goods manufactured by the plaintiff. 357 


§ 4. Words Publici Juris. 
See, also, II, 4, § 3. 
It is the settled law that a trade-mark which represents the class, grade, 
style or quality of the goods to which it is applied is not registrable. 238 


§ 5. Geographical Terms. 

See, also, II, 4, § 4. 
The words “The American Girl” as applied to shoes are neither geo- 
graphical nor descriptive and are properly the subject of exclusive ap- 
propriation. 169 


§ 6. Proper Names. 
See, also, II, 4, § 7. 

The name of a man employed at a distillery, applied to the whiskey 
made by him from his formula, was not a valid trade-mark during his life 
time, being descriptive of the origin of the goods. Continuous use after 
his death may, however, gradually change the significance of such a name 


until it becomes a mere symbol of origin and, therefore, a valid trade-mark, 
entitled to protection as such. 10 


§ 8. Structural Features of Goods. 
The owner of a patent which has expired cannot, after the expiration 
of the patent, acquire by continued and exclusive use of the patented 


features, an exclusive right as a trade-mark in that which became public 
property on the expiration of the patent. 289 
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Upon the expiration of a patent for a corrugated rubber hose, which 
corrugations, it appears from the patent, were useful and of structural 
value, the public acquires the right to manufacture the hose in the form 
shown by the patent. The patentee cannot, by making hose with corruga- 
tions for any length of time convert the article itself into a trade-mark 
and thereby acquire the exclusive right to make it. 289 


§ ll. Numerals. 
Whether naked numerals may constitute a valid trade-mark has never 
been determined. Ss 


§ 13. Public Insignia. 
A trade-mark conisisting of the letters “US” for cotton piece goods 
was refused registration on the ground that the mark is a simulation of 
the insignia of the United States. 436 


§ 15. Other Features. 

The product of a cartoonist’s hand and brain is to be treated as a 
commodity, the same as merchandise which may be sold under a distinctive 
mark or name, the exclusive right to which, as a trade-mark or trade- 
hame, in the sale of such commodity, is vested in the artist. 425 


A cartoonist who contributes daily to a newspaper, a comic strip de- 
lineating characters known as “Mutt and Jeff” under a contract of exclusive 
employment, does not lose his right to monopolize the names of these char- 
acters, they not having been used as the title of the cartoons or of the 
comic strip. 425 


3. Titre to A Trape-Mark. 


§ 1. Creation. 
The exclusive right to the use of a trade-mark rests not on invention, 
but on such use as makes it indicative of the origin of the claimant’s 
goods. 191 


A piano salesman who procures pianos to be made by his employer un- 
der his name “Howard” and sells them on a commission basis is a mere 
employee and has no business or trade-mark. The right to use the name 
as applied to pianos and the good will of the business built up therein be- 
longs to the employer. 310 


§ 2. Assignment and Devolution. 
A trade-mark may not be assigned except in connection with an exist- 
ing business or good-will. An assignment of a registered trade-mark by 
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one claiming under the registrant, but who has ceased to use the mark, con- 
veys no title. 203 


A transfer of the entire business and good will of an article sold un- 
der a trade-mark takes with it the title to the trade-mark itself, for that 
is appurtenant to the business. 303 


A transfer is valid, when it also transfers the stock, stationery, orders, 
customers and the like, in connection with the mark. 288 


A trade-mark cannot be assigned except in connection with the assign- 
ment of the particular business in which it has been used, with its good 
will, and for continued use upon the same articles or class of articles. An 
attempted assignment of a naked trade-mark, disconnected with any busi- 
ness or good-will, is void. 395 


An oral agreement, made upon the execution of a mortgage, that the 
trade-mark and good-will of the business should pass to the mortgagee, 
carries no title, when the mortgage was never foreclosed and the business 
was discontinued. 395 


No reason is seen why George C. Barclay could not transmit to his 
sons, Barclay & Barclay, his good-will and trade-marks, or why Barclay & 
Barclay, if that firm wished to carry on business through Barclay & Co., 
could not transmit that good-will to Barclay & Co. 437 


Although a trade-mark cannot be assigned apart from the business in 
connection with which it is used, the assignment of a trade-mark to a cor- 
poration through a third person, accompanied at the same time, and as part 
of the same transaction, by the direct transfer of the business from the 
owner of the trade-mark to the corporation vests in the latter the title to 
the mark. 496 


§ 3. Abandonment. 

Where an innkeeper rented the garage connected with his hostelry and 
permitted the lessee to put up his own sign and to do business under the 
name thereon, he abandoned any exclusive right in the name as applied to a 
garage, even though the name was identical with that of his hostelry. 270 


§ 5. Loss. 
A statement contained in a single pamphlet, made in the zeal of ad- 
vertising, that the plaintiff “invented” and “patented” his polish, is not such 
misrepresentation as will vitiate his right to the trade-mark. 496 
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Upon the expiration of a patent for a corrugated rubber hose, which 
corrugations, it appears from the patent, were useful and of structural 
value, the public acquires the right to manufacture the hose in the form 
shown by the patent. The patentee cannot, by making hose with corruga- 
tions for any length of time convert the article itself into a trade-mark 
and thereby acquire the exclusive right to make it. 289 


§ ll. Numerals. 
Whether naked numerals may constitute a valid trade-mark has never 
been determined. 3 


§ 13. Public Insignia. 
A trade-mark consisting of the letters “US” for cotton piece goods 
was refused registration on the ground that the mark is a simulation of 
the insignia of the United States. 436 


§ 15. Other Features. 

The product of a cartoonist’s hand and brain is to be treated as a 
commodity, the same as merchandise which may be sold under a distinctive 
mark or name, the exclusive right to which, as a trade-mark or trade- 
hame, in the sale of such commodity, is vested in the artist. 425 


A cartoonist who contributes daily to a newspaper, a comic strip de- 
lineating characters known as “Mutt and Jeff” under a contract of exclusive 
employment, does not lose his right to monopolize the names of these char- 
acters, they not having been used as the title of the cartoons or of the 
comic strip. 425 


3. Titre to a Trape-Mark. 


§ 1. Creation. 
The exclusive right to the use of a trade-mark rests not on invention, 
but on such use as makes it indicative of the origin of the claimant’s 
goods. 191 


A piano salesman who procures pianos to be made by his employer un- 
der his name “Howard” and sells them on a commission basis is a mere 
employee and has no business or trade-mark. The right to use the name 
as applied to pianos and the good will of the business built up therein be- 
longs to the employer. 310 


§ 2. Assignment and Devolution. 
A trade-mark may not be assigned except in connection with an exist- 
ing business or good-will. An assignment of a registered trade-mark by 
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one claiming under the registrant, but who has ceased to use the mark, con- 
veys no title. 203 


A transfer of the entire business and good will of an article sold un- 
der a trade-mark takes with it the title to the trade-mark itself, for that 
is appurtenant to the business. 303 


A transfer is valid, when it also transfers the stock, stationery, orders, 
customers and the like, in connection with the mark. 288 


A trade-mark cannot be assigned except in connection with the assign- 
ment of the particular business in which it has been used, with its good 
will, and for continued use upon the same articles or class of articles. An 
attempted assignment of a naked trade-mark, disconnected with any busi- 
ness or good-will, is void. 395 


An oral agreement, made upon the execution of a mortgage, that the 
trade-mark and good-will of the business should pass to the mortgagee, 
carries no title, when the mortgage was never foreclosed and the business 
was discontinued. 395 


No reason is seen why George C. Barclay could not transmit to his 
sons, Barclay & Barclay, his good-will and trade-marks, or why Barclay & 
Barclay, if that firm wished to carry on business through Barclay & Co., 
could not transmit that good-will to Barclay & Co. 437 


Although a trade-mark cannot be assigned apart from the business in 
connection with which it is used, the assignment of a trade-mark to a cor- 
poration through a third person, accompanied at the same time, and as part 
of the same transaction, by the direct transfer of the business from the 
owner of the trade-mark to the corporation vests in the latter the title to 
the mark. 496 


§ 3. Abandonment. 

Where an innkeeper rented the garage connected with his hostelry and 
permitted the lessee to put up his own sign and to do business under the 
name thereon, he abandoned any exclusive right in the name as applied to a 
garage, even though the name was identical with that of his hostelry. 270 


§ 5. Loss. 
A statement contained in a single pamphlet, made in the zeal of ad- 
vertising, that the plaintiff “invented” and “patented” his polish, is not such 
misrepresentation as will vitiate his right to the trade-mark. 496 
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Opposer’s right to a trade-mark for flour is not vitiated by a change in 
the species of wheat used. 142 


Where, in a suit for infringement of a registered trade-mark, the label 
as used by the plaintiff held out to the public as registered, precisely that 
element of the mark which the patent office had rejected, such misrepre- 
sentation invalidates the registered trade-mark and operates as a bar to 
equitable relief from the asserted infringement by the defendant. 255 


4. INFRINGEMENT. 


§ 1. Elements. 
See, also, I, 5, § 6a, and III, 2, § 6. 

Whether plaintiff proceeds upon the ground of infringement of a trade- 
mark or upon the ground of unfair competition, there is one element com- 
mon to both rights, which it is essential to establish; and that is that the 
dress of the alleged infringing or competing article is so similar to the 
one competed with, that it is probable that the purchasing public, while in 
the exercise of reasonable care, will be deceived and led to purchase the 
competing article for that of the plaintiff, with consequent injury to his 
trade. 3 


It is an infringement on a legally acquired trade-name to use in the 
same locality and in the same line of business, another name of an import 
so Similar that ordinary attention would not disclose the difference between 
the tv-o names. 195 


The adoption by the defendant of a corporate name which differed 
from that of the plaintiff only in the addition of the words “New York,” 
together with the copying of the plaintiff's annual book and forms, none 
of which was necessary in conducting the business, constitutes infringe- 
ment and unfair competition. 416 


The test of infringement is not, whether the business of the trade- 
mark owner is injured, but whether the public is likely to be deceived. 224 


§ 2. Conflicting Marks. 
See, also, II, 4, § 5. 

The word “Everlasting,” applied to aluminum ware, does not infringe 
the trade-mark “Wearever” for the same goods, since, although both sug- 
gest durability, the former does not so closely resemble the latter in ap- 
pearance and sound as to deceive the purchasing public. When, however, 
the word “Everlasting” is used in connection with the word “Ware” it is an 
unlawful simulation of the trade-mark “Wearever” or “Everwear” and 
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undoubtedly causes confusion, and therefore causes injury to the owner of 
those marks. 42 


The plaintiff's trade-marks “Walk-over” and the figure of a man 
stepping over a shoe, are good and valid trade-marks and the use by the 
defendant of the words “The Walkallover Shoe” and the representation of a 
figure of a man stepping over three shoes is an infringement thereof. 109 


A man is entitled to use his own name in manufacturing and selling 
unpatented articles, but if another has previously and rightfully made that 
name valuable as a trade-name applied to goods of the same descriptive 
properties, then the later appropriator must so distinguish his trade-name 
as to preserve to the original appropriator the fruits of his industry and 
to prevent the public from being misled. 113 


Plaintiff’s registered trade-mark “Old Smoke House” is valid and in- 
fringed by defendant’s use of a label which appropriated the trade-mark 
features of plaintiff's by referring to the subject of a portrait as “Old 
Smoke House Root,” and the wording of which closely simulated the 
wording of plaintiff's label. The use of the word “Magic” to describe the 
defendant’s goods does not remove the infringement. 191 


The word “Marvel” in connection with the word “mist” is too close a 
simulation of the word “Wonder-mist,” and its use on similar goods should 
be enjoined. 273 


The trade-mark “Nokoro” for electrical resistances, held to conflict 
with the trade-mark “No-Co-Ro” used on sheet metal said to be particularly 
adapted for use for electrical resistance. 280 


When two companies located in the same city, whose trade-names are 
almost identical, so broaden their field of manufacture as to conflict, the 
use of the trade-name on an attachment made by one manufacturer for use 
on an article made by both and which is almost universally sold as a part 
of that article, is just as misleading as if the name were used upon the 
article itself. Where the attachment is sold separately, the later manu- 
facturer may use his trade-name or trade-mark upon the attachment, pro- 
vided it is accompanied by a conspicuous notice which will distinguish his 
goods from those of the other manufacturer. Where the attachment is 
sold upon or in connection with the article for which it is intended, the 
use of the name should be permitted thereon only in connection with a 


notice that the attached article is not the product of the original manu- 
facturer. 114 
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Prior use of the representation of a tiger’s head and of two tigers 
pulling in opposite directions at a pair of trousers, anticipate the use upon 
goods of the same class of the full length representation of a tiger reclin- 
ing upon a pedestal. 341 


The trade-mark “Roof Leak,” if valid, would not be infringed by the 
use of the words “Never Leak” for a like article. 345 


A trade-mark consisting of the representation of a milkmaid and the 
word “Milkmaid” conflicts with a trade-mark consisting of the name “Milk- 
man,” associated with a picture which includes the representation of a man 
and woman in Dutch attire. 483 


A trade-mark consisting of the word and figure “Big 3,” with the 
picture of a man in overalls standing within the figure does not conflict 
with a registered trade-mark consisting of the figure “5” in large type with 
the words “Big 5” written in the upper bar thereof and the picture of five 
workmen in the loop of the “5,” especially since it appears that a third 
party has a still earlier registration of “Big 4” for overalls. The regis- 
trant’s rights to the use of the word “Big” is limited to its association 
with the particular figure “5” adopted by it. 485 


§ 3. Goods of the Same Descriptive Properties. 
See, also, IT, 4 § 6. 

Under a common law rule that a trade-mark for one article extends to 
another article of the same descriptive properties, and under the statute 
for registration of trade-marks and the decided cases, straight and blended 
whiskies are goods of the same descriptive properties. 10 


An engine-drawn plow outfit is an article of the same descriptive prop- 
erties as an ordinary hand plow, and the use of the same mark upon the 
two articles by different companies will therefore cause confusion. 114 


When the owner of a trade-mark applies for an injunction to restrain 
a competitor from injuring his property by making false representations 
to the public, it is essential that the complainant and defendant should both 
be engaged in the sale of the same kind of goods. 195 


The owner of a trade-mark for two laundry articles may enjoin the 
use of a like mark upon a germicide used in sweeping. 221 


Cigars are not goods of the same descriptive properties with medicinal 
preparations. Therefore, it is no infringement upon the plaintiffs trade- 
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mark “Penslar” for such remedies, to apply it to cigars of the defendant’s 
manufacture. 370 


§ 4. Ten Year Marks. 
See, also, II, 4, § 9. 
Rights in a trade-mark which by reason of the character of the mark 
may have been imperfect when use was begun, are perfected by a valid 
registration under the ten year clause of the trade-mark act of 1905. 10 


§ 5. Unauthorized Use. 

When one person has adopted a mark and has established a trade repu- 
tation in connection therewith, and another person adopts substantially the 
same mark, without any legitimate reason or excuse, the court will not, in 
view of such manifest appropriation, indulge in refinements. 280 


5. Suits ror INFRINGEMENT. 


§ 1. Jurisdiction. 
See, also, III, 3, § 3. 

In a suit alleging infringement of a trade-mark, plaintiff need not wait 
until defendant’s goods are on the market. It is sufficient if defendant is 
arranging to place upon the market goods bearing a mark which infringes 
upon the plaintiff’s registered trade-marks, accompanied by a notice of 
warning to purchasers which is insufficient. 180 


Where a complainant’s conduct has been such that he does not come 
into court with clean hands, the disqualification applies only to the par- 
ticular matter of transaction with which the wrongful conduct has to do, 
and he may have relief in other respects. 337 


§ 3. Pleading and Practice. 

At the termination of a lease, the lessee contracted with the owner of a 
distillery for the further manufacture of whiskey and the bottling in bond 
of some old stock under the lessee’s trade-mark. In a suit against the 
owner of the distillery for infringement upon the plaintiff’s mark by rea- 
son of such use of the lessee’s mark, held that a decree in favor of the 
lessee in an earlier suit by the same plaintiff res adjudicata in favor of the 
present defendant. 11 


Where in a trade-mark case, the United States Supreme Court re- 
fused to review, on petition for a writ of certiorari, an interlocutory de- 
cree of the United States Circuit Court of Appeals, such refusal is not 
equivalent to an affirmance of the interlocutory decree and the Supreme 
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Court in reviewing the final decree of the Circuit Court of Appeals is 
called upon to notice and rectify any error in the interlocutory decree. 169 


It is a well established rule of law that a trade-mark is in the nature 
of a property right which a court of equity will protect from invasion, 
but he who seeks relief must himself be free from fraud or mispresenta- 
tion. 254 


Where complainant and defendant agreed that an encyclopedia should 
be represented to the public as the work of the complainant in order to 
avail themselves of its reputation to attract subscribers for the book, and 
subsequently the complainant terminated the agreement and sought to en- 
join the use of its name, the court denied relief because the complainant 
did not come into court with clean hands, although the point was not raised 
by the defendant in their answer. 337 


Where the complainant and defendant agree that an encyclopedia 
should be represented to the public as the work of the complainant in order 
to avail themselves of its reputation to attract subscribers for the book, the 


complainant cannot be heard to complain of conduct in which it joined and 
by which it profited. 337 


The words “Old Lexington Club” as applied to whiskey are not so 
plainly invalid as a trade-mark because geographical or descriptive that 
their invalidity should be determined upon demurrer. 454 


§ 3. Pleading and Practice. 
The rights acquired by virtue of the registration of a trade-mark after 
the commencement of a suit for infringement thereof can be asserted only 
in a separate action. 


$4. Evidence. 


Testimony consisting almost wholly of unaided recollections of dates 
forty years old cannot be accepted. 11 


There is a presumption that the sales of all goods bearing the infring- 
ing mark were due to the mark and any evidence to the contrary must be 


produced by the defendant, the only person who knows the facts or could 
make such proof. 465 


§ 5. Defenses. 
The grandsons of the founder of the firm “Wm. Knabe & Co.,” 
later the “Wm. Knabe & Co. Mfg. Co., ” a Maryland corporation, were in- 
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strumental in the formation of the “American Piano Co.,” a consolidation 
of the above mentioned company with two others and the plaintiff here, and 
owned a controlling interest therein. The American Piano Company ac- 
quired the trade-marks and good-will of the “Wm. Knabe & Co. Mfg. Co.” 
Later as a result of disagreements, the grandsons, defendants in this suit, 
severed all connection with the American Piano Company and organized an 
Ohio corporation known as the “Knabe Bros, Company.” They obtained 
control of a piano factory in that state where they commenced to manu- 
facture, among others, pianos bearing their corporate name accompanied by 
a notice to the effect that their pianos were not to be confused with the 
goods of the American Piano Company, and that they were the grandsons of 
the original Wm. Knabe. The fact that the plaintiff advertised the connec- 
tion of the grandsons with the manufacture of its pianos is not ground for 
denying it injunctive relief, since the offending publications were promptly 
discontinued when complaint was made. 180 


Where the plaintiff was the owner of the trade-marks and good-will of 
its predecessors, the fact that it put out pianos under the name of “Wm. 
Knabe & Company,” which was one of the trade-marks, without disclosing 
its successorship to “Wm. Knabe & Company” does not deprive it of its 
right to protect the name against infringement. 180 


Section 3446 of the Alabama code provides that no name shall be as- 
sumed which is identical with that of any corporation already existing in 
this state, or so nearly similar thereto as to lead to confusion and uncer- 
tainty, nor shall the name of any person or partnership be assumed with- 
out the addition of some word or words designating the nature of at least 
one of the businesses to be carried on, followed by the word “Company,” 
or “Corporation” and “Inc.” The name assumed by the defendant, when 
incorporating, is not binding or conclusive on third parties, and the in- 
corporation under this name is no defense in a suit for infringement. 259 


§ 6. Relief. 
a. Injunction, 
Where a manufacturer adopts a mark and for many years makes 
no effort to extend the sale of the goods to which it is applied beyond a 
certain territory, and another manufacturer in ignorance of the rights of 
the first user adopts the same mark and applies it to goods of the like de- 
scriptive properties, which are sold in a territory well-removed from the 
territory of the original appropriator of the mark, so that no confusion 
ever results, the original appropriator is not entitled to an injunction re- 


straining the later claimant from his use of the mark within the territory 
where it has been so long used. 28 
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Appellant, having failed upon an application for an attachment for 
contempt of court in violating an injunction to prove that appellee was at 
any time in question an officer, agent, servant or employee of defendant, 
the application for a writ against defendant and its so-called agent, jointly 
and severally, was properly dismissed. 60 


The fact that the plaintiff sold pianos not in fact Knabe pianos as 
bearing the “Knabe guaranty” is not ground for denying it injunctive re- 
lief, since it is not clear that the “Knabe guaranty” went beyond a guaranty 
of quality. 180 


Equity will enjoin individuals, or a corporation, that are using the 
name, insignia and emblems of an existing benevolent and fraternal associa- 
tion to the injury of the latter. The facts examined, and held, that the 
court did not abuse its discretion in granting an interlocutory injunction. 

199 


To warrant the issuance of an injunction in a case of trade-name there 
must be, first, the existence of a trade-name, second, the fact of an imita- 
tion, either directly or with such variations as are merely colorable, and 
third, the fact that such imitation is made without the license or ac- 
quiescence of the owner. 259 


Where plaintiff has long been engaged in a given locality under a par- 
ticular name, and the defendant embarks in the same business under sub- 
stantially the same name with the intention of deceiving purchasers by in- 
ducing them to believe it is the plaintiff’s business, and defendant does so 
deceive them, a proper case is presented for relief by injunction. 259 


In a suit alleging infringement of a trade-name, injunctive relief will 
not be denied on the ground that plaintiff wrongfully assumed the name 
of a defunct corporation of which he had been the receiver where there is 
no showing of fraud, wrong or injury against the public or stockholders 
and creditors of the defunct corporation, and in the absence of any claim 
by the plaintiff under or through the rights of the defunct corporation, its 
stockholders and creditors. 259 


An injunction which enjoined the defendant from using or continuing 
the use of the words “Sioux City Hide & Fur Co.” as a trade-name and 
from using the words “Sioux City” in connection with other words desig- 
nating or indicating a business of dealing in hides, robes, fur or tanning was 
not violated by the defendant’s receipt of mail and shipments in that name 
and actually intended for the defendant, within a few days after the in- 
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junction was issued, especially in view of the fact that the defendant 
adopted a new trade-name and took steps to notify its shippers of the 
change. 262 


§ c«. Accounting. 

The right to use a trade-mark is recognized as a kind of property of 
which the owner is entitled to the exclusive enjoyment to the extent that it 
has been actually used, and an infringer is required in equity to account 
for and yield up his gains from the infringement to the true owner of the 
mark, without reference to any apportionment by the owner of the mark 
between the infringer’s profits attributable to use of the mark and those 
attributable to the intrinsic merit of the article itself. 169 


In a suit for infringement of a trade-mark the account determines 
questions of fact, and in the absence of manifest error, there is no suf- 
ficient reason to disturb the decree. 170 


Where the defendants’ sale has been small and they were not notified 
of the alleged infringement and plaintiff knew, or must have known, of the 
fact for two years, an accounting of profits should be denied. 496 


The owner of a trade-mark is entitled to recover from an infringer the 
profits arising from the sale of spurious goods with the trade-mark upon 
them and is not limited to the difference between the price for which the 
spurious goods would sell with the trade-mark and the price for the same 
goods without the trade-mark. The plaintiff on an accounting need not, 
therefore, show that it has lost any sales by the infringement. 465 


Where the defendant under equity rule 63, submits an affidavit show- 
ing that it cannot state the amount of profits on any one branch of goods 
manufactured by it, it is proper to disallow all items of cost charged by 
the defendant against the goods involved in the accounting. 465 


§ 9. Laches. 

Where the later appropriator of a mark used it for many years with- 
out challenge from the original appropriator, it may well be that, even if 
the original appropriator did not know of this use, nevertheless, it is 
legally chargeable with such knowledge and acquiescence for many years, 
and that the use by the later appropriator may mature into a possession, of 
which a court of equity will not deprive him by injunction. 11 


The owner of a trade-mark is obliged, in a degree depending upon 
circumstances, to advertise his mark to the trade, so that the probability of 
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the adoption by another of an infringing mark through ignorance will be 
reduced to a minimum. The failure to do this may constitute such laches 
as to stop the owner of the mark from asserting his rights against a later 
user. 28 


Il. REGISTRATION OF TRADE-MARKS. 


2. Errect oF REGISTRATION. 
§ 1. Defenses. 

Where the owner of a trade-mark is aware of the use of its mark by 
another, but fails during the upwards of fifteen years to assert its right 
thereto, he is estopped from acquiring the prima facie title to the mark 
conferred by registration. 


§ 2. Effect of Registration. 

Registration under the federal trade-mark act, is not expressly made 
notice of the rights claimed, and so it cannot as a matter of law be called 
a constructive notice; and yet that it in fact tends to give notice is well 
known. 28 


The registration of a trade-mark is only prima facie evidence of 
ownership. If there is no valid trade-mark at common law, registration 
cannot create one. 300 


Since registration is prima facie evidence of ownership, it should not 
be granted to one who is estopped from asserting an exclusive right to the 
mark. 457 


§ 3. Registration by Bill in Equity. 
A suit in equity will lie to obtain registration of a trade-mark im- 
properly refused by the patent office. 457 


3. Tue APPLICATION. 


§ 5. Statement. 

Applicant’s original statement set forth, in effect, that “Tatum” was 
used by it as a trade-mark since 1864. This statement was objected to by 
the examiner and applicant was required to limit its statement of the date 
of use of the mark applied for to one specific date. 439 


§ 7. Disclaimer. 
The words “Sexton’s Silverbar Soap,” the letter “S” extending in front 
of all the words as a trade-mark for soap, was refused registration. Ap- 
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plicant filed the following disclaimer: No exclusive right is claimed in the 
words Sexton’s Soap, nor in the word “Silverbar.” Prior registrations show 
that no one is entitled to the use of the word “Silver” as a trade-mark for 
soap, and if applicant will cancel the disclaimer in so far as it applies to 
the other words, the mark may be registered. 283 


A disclaimer of the right to use the word “Cedar” made by the plain- 
tiff in the British patent office for the purpose of obtaining registration 
there, in no way affects his right to the use of the name “Cedarine.” 496 


The representation of a boy and the words “Little work” as a trade- 


mark for a washing compound. A disclaimer was required in view of the 
fact that the words are descriptive. 392 


Part of the angle line forms a part of the letter “I” and another part 
of the angle line separates the words “The” and “Inknife” and the word 
“The” is overscored and the word “Inknife” underscored. The whole seems 
to be a definite unit. The examiner has indicated that with a disclaimer of 
the word “Inknife,” he would allow the registration. I see no necessity for 
the disclaimer. 600 


A disclaimer of the prominent feature of a mark is immaterial since 
it would not be known to the general public and would merely slumber in 
the archives of the patent office. 596 


§ 8. Consent. 

“Kris Kringle” written on a chimney down which the patron saint is 
represented as descending, for cotton piece goods, refused registration in 
view of the prior registration of the wood “Santa Claus” and his con- 
ventional picture for knitted, netted and textile fabrics. The registrant 
filed the consent of the owner of the “Santa Claus” mark for use of the 
mark on colored fabrics. Allowed as amended, for the latter goods. 444 


§ 9. Function of the Examiner. 

It is the function of the examiner of trade-marks to judge in the 
first instance whether an application should be rejected or given registra- 
tion. Apparent inconsistencies in hi§ rulings will inevitably develop from 
time to time, because of his attempt to apply precedents established by 
higher tribunals, in a field where distinctions are in their nature fine and 
difficult. This does not justify overruling his decision by the exercise of 
supervisory authority. 283 
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4. ReoGistraBLeE Marks. 
§ 2. Descriptive and Generic Terms. 
The following marks are held to be descriptive: 


“Notaseme” for hosiery, 
“Cleaneasy” for bed pans, 





144 
144 


“Nobuckl,” with shaded lines above and below it, for 


straps and baggage binders, 
“Infallible” for smokeless sporting powder, 


144 
243 


“Limestone Brand Phosphate” for a laxative for rheu- 
matism and similar ailments, the initial letter “L” 
extending under the entire word and having the 


words “Trade-Mark Registered” thereon, 
“Economic,” for a fertilizer distributor, 
“Peerless,” for brewers’ dried grains, 
“Everlasting,” for metallic valves, 
“Nonpareil” for tiles and tiling, 


243 
244 
244 
244 
239 


“Orange” and a picture of two oranges and foliage for 


toothpaste, powder and mouth wash, 


“Peau de Soie” (Silk Skin), for typewriter ribbons, 


“Wet Weather,” for paper shot shells, 


391 
390 
391 


“Nevrsrink,” the top of the letter “s” extending over 


the letters “Rink” and under the letters “Evr,” 


“Faultless,” for bread, 
“Perfection,” for bed pans, 


“Stenotype,” for stenographic writing machines, 


“Never-Stretch,” for mattresses, 


391 
526 
586 
586 
586 


“Twin Six,” for motor vehicles propelled by internal 


combustion motors, 


588 


“Plastic Fire Brick,” for “refractory cement,” origin- 


ally stated to be “firepot lining material,” 


587 


“Protexwel,” for certain articles of wearing apparel, for 


example, coats made for surgeons and workmen, 
skirt protectors, rubber sheets for protecting 


bedding, etc., 
“Kady Koatless,” for suspenders, 


589 
596 


“Cyanamid,” for a chemical compound for agricultural, 


metallurgical and chemical purposes, 


The following marks have been held not to be descriptive: 


597 


“Worthmore,” displayed upon a shield from which ex- 
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tends a panel, the figure of a griffin being mounted 
on the panel, 144 
“Indestructible,” for voile used for diaphanous dresses 
which are to be worn over substantial foundations 
of silk or other material, prey 
“Wear-right,” for gloves, is doubtless open to criticism, 
but seems to have attained the status of a trade- 


mark as applied by applicants to its goods, 392 
“Cent-a-Lax,” for laxative pills or tablets, known as 

“The Penny Laxative,” 392 
“Waycleanse,” for a street sweeper, 392 


“Roach Butter” and the picture of a goat, butting a 
roach, for insecticides, 393 
“Add-a-pearl,” for necklaces so constructed as to admit 
of the addition of gems or other elements, upon 
anniversaries, 393 
“Fitzall,” written with a red border enclosing the letter 
“Z” which extends about one-half the length of the 
diagonal on the rectangular border, the word “Fi” 
appearing in one corner of the “Z” and in the other 
corner the word “all,” for horse collars and har- 
ness, 393 
“R-Best,” for wheat flour not clearly descriptive when 
applied to flour, 394 
“Its the Wheat,” and the conventional representation of 
a sack of flour, 432 
“Cedarine,” for furniture polish is an arbitrary word 
not found in the dictionary and had no meaning 
until the plaintiff coined the word and gave it a 


meaning, 496 
“Old File,” for cutlery, 585 
“Tylike,” for felt shingles, 585 
“Kiddies,” for hosiery, 587 
“Bon Bon,” for bread and cake, 587 
“Channelath,” for expanded metal roofing, 588 


“Nurs-Wel”, written in stump script with two wide 
flourishes of the “W” passing over and under the 
words, 589 


The following marks have been held not to be descriptive: 





“Rain Water Crystals” as a trade-mark for water 
softening compound are sufficiently arbitrary for 
registration, 283 
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“Stein-way,” for garters, 288 
“Little Work” and the representation of a boy for a 
washing compounds, 392 
“Tungs-tone,” is a coined word and is not too close to 
“Tungsten,” of which styli or needles are made, 
and should be allowed. ‘The word is suggestive, 
but not more so than many which are descriptive, 392 
“Rat Rid,” over a picture of a rat, for an exterminator 


for rats and other rodents, 393 
“Canned Heat,” for a mixture of alcohol and certain 
semi-solids, 394 
“Stylefit,” for paper garment patterns, 431 
“Paristyle,” surrounded by an ellipse, made up of two 
shaded braids of hair, for hair nets, 431 
“Ozone,” for soap, 432 
“Golden,” for flavoring syrup and non-alcoholic bever- 
ages, 445 


§ 3. Words Publici Juris. 

A trade-mark for shoes consisting of a medallion having a bottom of a 
human foot enclosed on three sides with an outlined scroll border and hav- 
ing the words “Helthy-Fut” above the foot and within the border, should 
be passed for publication and registered if no opposition arises. In view 
of the prior registrations the word “Health” is of doubtful validity as 
a trade-mark for shoes, as is also the representation of a foot. 284 


A trade-mark, the principal feature of which is a maltese cross, re- 
fused registration in view of prior registrations containing such a cross, 
for the same goods. 242 


“Flexeze” as a trade-mark for leather shoes, refused registration in 
view of prior registrations. 444 


As to the other registrations showing the word “Lehealol” for oint- 
ment and lotions, I find that no one is entitled broadly to all the variations 
of these words. 600 


It appears that globes have been registered for goods of a similar 
character to applicant’s as far back as 1872. This being the case, no one 
is entitled at this date to the exclusive representation of a globe and appli- 
eant’s representation of the globe is as distinctive from the reference as 
the references are from prior references. 601 
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§ 4. Geographical Terms. 

See, also, I, 5, § 3. 
“Pasadena” partially enclosed with a spray of roses as a trade-mark 
for woolen, mohair and cotton piece goods, refused registration on the 
ground of the geographical nature of the word. 433 


“Cho-Sen,” written in a peculiar style of type, for cotton piece goods 
is geographical. 432 


The words “Old Lexington Club” as applied to whiskey are neither 
geographical nor descriptive. 457 


§ 5. Conflicting Marks. 

A mark for motor lubricating oil, consisting of the head of a tiger 
holding in its mouth a package on which appears a picture of the head of a 
tiger and the name “Tiger Motor Oil” conflicts with a full figure of a 
tiger for the same goods. 145 


A green colored strand in wire rope, all the strands of which are 
helically disposed conflicts with a mark which differs from applicant’s mark 
only in that the strand is colored white. 592 


Where the two marks alleged to conflict have nothing in common ex- 
cept the word “Veribest” to the exclusive use of which neither party is en- 
titled, there is no conflict between the marks and an interference should 
be dissolved. 145 


“West” is about as close to “Western” as is “Great Western,” and if 
anything, closer than “Northwest.” 601 


A figure consisting of a red star, having superimposed upon it a white 
star with a red border and the latter having enclosed therein a smaller star, 
together with a facsimile signature of the applicant for syrup, conflicts 
with a trade-mark showing a conventional star. 442 


“Velvelite,” conflicts with “Velvetina” for face powder. 443 


“Kris Kringle” written on a chimney, down which the patron saint is 
represented as descending, for cotton piece goods, conflicts with “Santa 
Claus” and his conventional picture for knitted, netted and textile fabrics. 

444 


“Tatum” written both horizontally and vertically on a shield with a 
scroll above the shingle, for office and stationery supplies conflicts with a 
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shield-like design, having on it the words “Toof” written horizontally and 
“Quality” written vertically, with other accessories. ; 445 


“Q-Cedar” is an infringement upon “Cedarine” for furniture polish. 
496 


“A. & A. R. Co. 100% Line,” arranged in a circle, and the words 
“Para Oke,” arranged horizontally and diametrically in the circle, conflict 
with a mark consisting of the word “Para” above and “Boston” below a 
line on which appears the words “Rubber Shoe Co.” 592 


“Imperator” conflicts with “Imperial” for the same goods. 591 


Opposer’s contention is, that having used the name “PONS” in com- 
merce in this country, and since it is a prominent part of applicant’s mark, 
it would produce confusion to register the mark in this country, having this 
word as a prominent feature thereof. This contention is sound. 590 


The word “Queen” written in white block letters on an inverted black 
triangle as a trade-mark for house dresses and negligees, conflicts with 
“Queen Quality” for the same goods. 593 


“American Queen” conflicts with “Queen” for silk gloves. 594 


The prominent, dominating feature of all the marks is the representa- 
tion of a bear or its equivalent, the word “Bear.” Whether it is a polar 
bear or a black bear, or whether it is the word “Bear” by the side of the 
representation of the bear or across the bear, are minor features. 442 


Opposer sets forth in its notice of opposition that it has used no goods 
of the same descriptive properties before applicant began the use of “Blue 
Boy,” the words “Snow Boy,” together with the symbol of a boy on “blue 
cartons or boxes” and at the hearing filed a sample of one of these boxes 
which shows that, as put upon the market, the dominant color of the box 
is blue. Opposition sustained. 448 


The name “National” for envelopes is not sufficiently similar to the 
words “National Bank” for writing paper that the former should be re- 
jected on account of the latter registered mark. 145 


“Ac/mi/Co” is not so similar to the word “Acme,” which is in very 
common use as a trade-mark, as to be rejected on that ground, 144 


“Big 3,” the “3” enclosing a man in working clothes, as a trade-mark 
for overalls, does not conflict with the phrase “Big 5,” the loop of the “5” 
enclosing pictures of five men. 145 
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“Neolin” as a trade-mark for non-poisonous germicides for medical and 
surgical use, especially prepared for internal administration, refused on 
the ground that it conflicts with “Creolin” for deodorants, germ destroyers 
and sheep dip. 245 


“Milkman” and the picture of a man with a can of milk on his back 
enclosed in a wreath conflicts with the word “Milkmaid” and the picture of 
a woman with a pail of milk on her head and a second pail in her hand. 245 


“Mother Goose” and a picture of that mythical character riding on a 
broomstick, as a trade-mark for shoes, conflicts with a mark for the same 
goods consisting of the word “Goose” and a picture of a goose with a key 
in its mouth. 246 


“Bo-Ka,” conflicts with the trade mark “Bouquet” for the same goods. 
246 


The representation of a dog holding in its mouth a stocking and having 
its fore paws on the other end of the stocking, as a trade-mark, is not an- 
ticipated by a mark consisting of the representation of the head of a dog, 
probably a terrier, surrounded by a circular background, all on the repre- 
sentation of a ribbon having written thereon below the dog’s head the words 
“First Prize” and above the dog’s head the words “Boston Terrier,” for 
hosiery. 285 


“Our Dainty Maid” is refused registration in view of the prior registra- 
tions of “Dainty” and “Madamoiselle Dainty” as a trade-mark for goods of 
the same descriptive properties. 284 


The representation of a barn having written across it in large letters 
the word “Fleming” as a trade-mark for veterinary medicines, is not an- 
ticipated by the picture of a barn with a silo at one end as a trade-mark 
for external remedies for animals. 284 


§ 6. Goods of the Same Descriptive Properties. 
The following goods have been held of the same descriptive properties: 
Candy and corn crisp, popcorn treated with syrup and 
moulded into cakes, 446 
Silk fabrics in the piece, for tailors’ and clothiers’ trimmings 
and cotton piece goods, 445 
Gloves made of canvas or cotton, white duck coats, dusting 
caps, boys’ and men’s caps and rubber gloves, 446 
Soap, on the one hand and washing powder described as a 
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cleanser, waste pipe cleaner, beer pipe cleaner and house 
and hand cleaner, 446 
Non-alcoholic carbonated beverages and flavoring syrups, 598 


The following goods have been held not of the same descriptive 
properties: 


Popcorn and candy or chocolates, 281 
Engine or lubricating oils, and kerosene, gasoline, naphtha, 

or a mixture of kerosene and gasoline, 447 
Butter and condensed milk, 240 
Rubber and leather belting, 287 
All roofing materials, 282 
Chewing gum and confections, including chocolates, butter- 

scotch and the like, 282 
Syrup and flour, 469 


Electric vacuum cleaners and electric heating resistances, 
cooking utensils and the like, 574 


§ 7. Proper Names. 
(See, also, I, 2, 6, ante). 
“Stein-way” as a trade-mark for garters refused registration because it 
is a well known name not distinctively displayed and is descriptive. 288 


“Vera von Wissen” for newspaper sections. Since applicant has sub- 
mitted an affidavit that the words are neither the name of an individual nor 
the nom de plume of the authoress, his statement may be accepted and the 


words registered. 389 
The word “Fisk” and is unregistrable as a trade-mark for 
rubber vehicle tires. 287 


“Talbot” with the tops of the letters “t” extending over the entire 
words, as a trade-mark for steam boilers and steam engines, refused on the 
ground that the name was not distinctively displayed. 433 


“Farnum,” the “F” of which is in large script, shaded, and the other 
letters in similar script, shaded, for shoes, refused on the ground that it is 
a common name not distinctively displayed. 433 


If the name “Loft” is printed as the facsimile signature of Mr. George 
W. Loft, the mark may be registered. 434 


§ 8. Marks Deceptively Used. 
“Peau de Soie” (“Silk Skin”) for typewriter ribbons is either de- 
ceptive or descriptive. 389 
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The words “Limestone Brand Phosphate” as a trade-mark for a lax- 
ative for rheumatism and similar ailments are either descriptive or de- 
ceptive. 243 


“Indestructible” as a trade-mark for voile used for diaphanous dresses 
which are to be worn over substantial foundations of silk or other material, 
is not in any sense accurately descriptive, and while it might be deceptive 
if taken literally, there is no element of deception for experienced pur- 
chasers. 244 


§ 9. Ten Year Marks. 
See, also, I, 4, § 4. 


a. Interpretation of Ten Year Clause. 
The word “Government” as a trade-mark for babbitt metal was re- 
fused registration under the ten year clause. 437 


f. Proper Names. 
Rights in a trade-mark which by reason of the character of the mark 
(a proper name) may have been imperfect when use was begun, are per- 


fected by a valid registration under the ten year clause of the trade-mark 
act of 1905. 10 


§ 13. Corporate Names. 
The word “Stork” is unregistrable as a trade-mark owing to the ex- 
istence of a corporation named “The Stork Company.” (Reversed, 529). 101 


A mark consisting of a double circle and a ring of seven infants’ heads 
enclosing the word “Stork” in heavy script, is unregistrable as a trade- 
mark, notwithstanding the fact that the word “Stork” alone had previously 
been refused, on the ground that it was the name of a corporation other 
than the applicant. A distinction must be made between the names of 
corporations which were always common English words and names coined 
for the purposes of the corporation and which are, therefore, corporate 
names. 529 


The word “Ford” even though written or printed in a peculiar manner, 
held unregistrable as a trade-mark for automobile tires, owing to its pres- 
ence in the name of the “Ford Motor Company” a corporation. (cf 
529). 141 


“Paramount” refused registration because of the existence of a corpora- 
tion known as the “Paramount Knitting Company.” (cf 529). 435 
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the word “Simplex” is not registrable as a trade-mark owing to the 
existence of a corporation named “Simplex Electric Heating Company.” 
(Reversed 574). 236 


The word “Simplex” is registrable as a trade-mark for electric vacuum 
cleaners, in spite of its use as a part of the name of a corporation other 
than the applicant. 574 


§ 14. Representation of Goods. 

This is an appeal from the decision of the examiner of trade-marks 
refusing to register what the applicants say is a pictorial representation of 
its patented well drill jar surrounded by a diamond shaped figure as a 
trade-mark for well drill jars. 

Substantial justice would be done to both public and applicant if the 
registration were granted, when the applicant shall have filed a disclaimer 
of the exclusive right to the illustration of its goods disconnected from the 
other part of its mark after the patent shall have expired, thus putting 
the public on notice of the exact status of the applicant’s right. Until 
such disclaimer is filed the mark may not be registered. 286 


§ 17. On What Goods. 
The name “Shaw” enclosed in a representation of a circular belt, re- 
fused registration because there was no trade-mark use. 438 


A trade-mark for coupons, trading stamps, leaflets, circulars, catalogs, 
posters, labels and the like, refused registration. A trading stamp is a 
vendible commodity and the’ identification of the issuer is a matter of some 
importance. A trade-mark for trading stamps has been registered prior to 
this time. 241 


The name “Strat” applied to a game was rejected by the examiner, 
because he held it was not a trade-mark, but the name of the game itself, 
and that it was the same as the title of a book. 147 


A band around the smoke stack of a boat on which oysters are trans- 
ported, is not a trade-mark for the oysters since the alleged mark is not 
affixed to the goods and does not come within the definition of a trade- 
mark. 601 


§ 18. Equivalents. 
The representation of the conventional figure of a marathon runner 
held to be the trade-mark equivalent of the head of the mythological god 
Mercury. 449 
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§ 19. Portraits. 

In the trade-mark act of 1905, it is provided that no portrait of a 
living individual may be registered as a trade-mark, except with the consent 
of the individual, evidenced in writing. The act specifically forbids the use 
of the portrait of a living person. Therefore the omission of any protec- 
tion against the use of the portrait of a deceased person is no over- 
sight. 436 


5. INTERFERENCE. 


§ 1. Declaration. 

While the verified declaration states that the mark has been used in 
commerce among the several states of the United States, the omission to 
produce any bills of lading or other indication of interstate use, prior to the 
filing of the application for registration suggests that no such use has 
occurred and fairly puts the office under the duty to inquire whether the 
declaration is correct in this statement. 438 


§ 2. Evidence. 

Appeal from the decision of the examiner of interferences, refusing to 
require the Kinloch Hosiery Mills to intervene and prosecute the inter- 
ference on behalf of the senior party, and refusing to shift the burden of 
proof to the Kinloch Hosiery Mills in case it intervenes. A_ certificate 
from the secretary of state of Missouri shows that the senior party for- 
feited its corporate rights prior to the date in which the alleged right of 
the Kinloch Hosiery Mills was derived from that corporation. The present 
record is not sufficient to justify a conclusion as to the right of the Kinloch 
Hosiery Mills to prosecute the interferences. To make it the junior party 
would be practically tantamount to deciding that question, because its only 
alleged right to the trade-mark is dependent upon the validity of a title 
derived from the senior party since the interference began. 449 


A close analysis of testimony, especially as to the commencement of 
the use of “Western,” which was eighteen years before the testimony was 
taken, shows it to be so vague, elusive and uncertain, that it cannot be 
accepted as depriving anyone of substantial rights. 601 


§ 7. Res Adjudicata. 

Where, in a trade-mark interference, the commissioner of patents de- 
cided that the mark was unregistrable and no appeal was taken, the ques- 
tion is res adjudicata and a new application upon the ground that, in view 
of later decisions by the court of appeals, the decision was erroneous will 
not be considered. 137 
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6. OPpposiTIOoNs. 


§ 1. The Opponent. 
Even assuming that Barclay & Barclay have no right to register its 
mark since that firm has not used it, this of itself does not give opposer the 
right to oppose this registration. 


§ 5. Dismissal. 
It is not customary to dismiss an opposition on motion unless unusually 
clear, but where the rights of the parties are clear, it is useless to put ap- 
plicant to the expense of opposition proceedings. Opposition dismissed, 448 


§ 6. Evidence. 
Even if opponent’s mark is descriptive, this will not prevent the opposi- 
tion from prevailing. 447 


§ 8. Amendment of Application. 

After an applicant has been defeated in an opposition proceeding, he 
may be permitted to amend his application but he must eliminate there- 
from every ground of controversy which was involved in the opposition 
proceeding. 


§ 9. Amendment of Notice. 

The motion was brought after a decision dismissing the original op- 
position. The granting of the motion would necessitate a modification of 
the decision, though the decision would still be to dismiss. Therefore, no 
amendment should be permitted. 447 


§ 10. Res Adjudicata. 

Where the registrability of a trade-mark for apparatus for heating, 
cooling and pasteurizing milk was determined in a prior opposition pro- 
ceeding, the registrability of the same mark for similar apparatus heated 
by steam is res adjudicata. 236 


§ 11. Consolidation. 
On motion of the applicant, two oppositions may be consolidated and 
the opposition proceed to the taking of the proofs. 595 


7. Vauipiry oF REGISTRATION. 
The registration of a trade-mark under the act of 1905 is not fraudulent 


because the registrant claims that no other person has the right to use the 
trade-mark as applied to the goods covered by the application, even though 
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some other person has a defensive right to use the mark on goods of the 
same descriptive properties, not specifically claimed in the registration. 11 


Where the plaintiff registered its mark for straight whiskey and failed 
to notify the defendant who has a defensive right to use the mark on 
blended whiskies, the limited effect of the registration does not conflict with 
the rights of the defendant and the registration is not fraudulent. ii 


The registration of a trade-mark under the act of 1905 is not fraudulent 
because of claims that the trade-mark was in use for a certain period of 
time, although during a part of such time the use was descriptive rather 
than a strictly trade-mark use. 11 


A trade-mark for a medicinal preparation, which is admitted to be of 
some value for the purpose for which it is recommended, is not invalidated 
by the fact that the remedy will be injurious if taken in excess of the pre- 
scribed amounts. 28 


8. PRoOcEEDINGS FoR REVIEW. 


§ 1. By Appeal. 
The insufficiency or incompetency of affidavits to show non-use of 
marks conflicting and previously registered is appealable. It cannot be 
determined on petition. 285 


Where the matter is appealable a petition to the commissioner will be 
denied. 241 


9. CANCELLATION. 


§ 2. Pleading and Practice. 
See, also, III, 3, § 6a. 

A motion was made to amend the petition for cancellation after testi- 
mony had been taken by both parties and just before the expiration of the 
time to take rebuttal testimony. The amendment sought to set up that the 
marks were not properly registrable. In view of the fact that if the amend- 
ment were not granted the petitioner was precluded from another applica- 
tion to cancel on the same ground. 147 


§ 3. Evidence. 


Evidence of applicant’s use of mark prior to first date of use relied 
on by registrant held sufficient. 279 
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An application for the cancellation of a trade-mark, depending upon 
the showing of a superior right of a third party in the mark, should be 
dismissed. 139 


The United States district court has held, in litigation between the 
same parties, that in 1898 Macwilliam assigned to the predecessor of the 
President Suspender Company his entire business in the manufacture and 
sale of suspenders, together with the good-will, trade-marks and exclusive 
right to use his patent. This finding will be accepted here and Macwilliam 
is, therefore, held not to be entitled to the registration. 240 


§ 4. Ten-Year Clause. 

The article known as “Ehret’s Slag Roofing” was the subject matter 
of a patent formerly owned by the Warren-Ehret Co., or its predecessors, 
which expired in 1885. The petitioner for cancellation alleges that the 
words “Ehret’s Slag Roofing” are descriptive of the article manufactured 
and sold under the expired patent and that the article has come into wide 
commercial use under that name. 600 


11. Srate ann Locat Statutes. 


§ 1. New York. 

The prohibition enacted in the general corporation law, section six, 
providing that no certificate of incorporation of a proposed corporation 
having the same name as a corporation authorized to do business under the 
laws of this state, or a name so nearly resembling it as to be calculated to 
deceive, shall be filed, is equally applicable, under general and well recog- 
nized principles, to the adoption of a trade-name by an individual or co- 
partnership. 87 


§ 3. Kentucky. 

A Kentucky statute, providing punishment, in the discretion of the 
magistrate, for the use, without the consent of the owner thereof, of cer- 
tain containers distinguished by a mark which has been duly filed and pub- 
lished, is not unconstitutional. 73 


That part of the statute which provides that the use of certain trade- 
marked containers, without written authority of the owner thereof, provided 
said mark has been duly filed, shall be presumptive evidence of the unlaw- 
fulness of such use, is not in violation of the fundamental rule of our 
criminal law, that the assumption of innocence attends the accused at every 
stage of the proceedings, and would not, of necessity, be invalided if it 
did. 73 
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§ 4. Georgia. 

The act of 1909 (Civ. Code 1993, 1994) for the protection of any in- 
corporated organization, benevolent or other, against the use or adoption of 
its name, style or emblems by others, cannot be invoked by voluntary asso- 
ciations. 199 


12, LABELs. 


Plaintiff manufactured under a secret formula a tire fluid which it 
sold under the trade-mark “Neverleak.” One D obtained a patent on a 
vehicle tire comprising the combination of any pneumatic tire and any 
free-flowing sealing agent within its air chamber. Plaintiff purchased this 
patent to avoid infringing it. Plaintiff used a label containng the words 
“Neverleak Tire Fluid. Patented U.S. A. Foundation patent No. 578551” 
and also bearing a warning to infringers. The patent expired in 1914 and 
thereafter the plaintiff used a label omitting the word “Foundation.” Held 
that the label was not such a misrepresentation as to deprive it of its pre- 
existing property rights in the trade-mark “Neverleak.” 61 


An oval shaped label, consisting of a band or scroll containing the 
words “Finest American Manufacture-Hand Made” surrounding a colored 
field on which there appears the picture of a Belgian hare and the words 
“Belgian Hair Felt-Extra Quality,” refused registration on the ground that 
the label does not describe the goods for which it is intended. 242 


The examiner of the trade-marks properly refused to register under one 
application and for one fee, three different labels, one for Holland gin, one 
for Jamaica rum and one for whiskey, each of the labels having substantially 
the same picture thereon and the words “Youthful Club.” 450 


Ill. UNFAIR COMPETITION. 
1. NATURE AND Basis or Wrona. 


§ 1. Distinguished from Infringement of Trade-Marks. 

The essential element of wrong is the same in cases of trade-mark in- 
fringement as in cases of unfair competition unaccompanied by trade-mark 
infringement, the essence of the wrong consisting in the sale of the goods 
of one manufacturer or vendor for those of another. In fact, the common 
law of trade-marks is but a part of the broader law of unfair competi- 
tion. 149 


§ 2. Competition Necessary. 
Where there is no identity between the business of the plaintiff and 
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that of the defendant, and no competition between them, there is not suffi- 
cient ground to maintain a suit for unfair competition. 93 


There can be no unfair competition, unless there is competition in 
fact. The use upon cigars, of the plaintiff’s trade-mark, applied by it to 
medicinal preparations, does not constitute unfair competition, even though 
cigars are usually sold in drug stores, where the plaintiff's remedies are 
sold, and even though it leads purchasers to suppose that the cigars are 
manufactured or offered for sale by the plaintiff. 370 


Goods which in the same territory would constitute unfair competi- 
tion are not actionable if done in a territory distinct from that occupied 
by the person claiming to be aggrieved. A manufacturer of ice cream 
in Baltimore who imitates the brand, color of tubs and wagons and the 
style of advertising of a manufacturer in Washington does not interfere 
with the rights of the latter party who has made no trade in Balti- 
more. 319 


There can be no unfair competition where there is no competition in 
fact; and where the territory occupied by one party does not encroach 
upon that occupied by another, no cause of action exists. 395 


Where there is no injury suffered by the complainant, there can be no 
unfair competition and no basis for an action to enjoin same. The right 
to object to the use of one’s trade-mark by another is limited to the use 
thereof upon goods which compete with one’s own. 469 


The mere fact that by misuse of a trade-mark, a dealer is profiting 
by the reputation of other goods and by the goodwill of another company, 
does not, in the absence of competition, afford the latter company any 
ground for action. 469 


§ 3. Right of Priority. 

Where two companies located in the same city, whose trade-names are 
almost identical, broaden their field of manufacture so that their fields 
conflict, the fact that the public is ignorant of the separate and distinct 
identity of the two companies does not deprive the earlier company of its 
right to be free from unfair competition in the use of its trade-name. 113 


In the ordinary case of parties competing under the same mark in the 
same market, it is correct to say that prior appropriation determines their 
rights. But where two parties are independently employing the same mark 
upon goods of the same class, in separate markets, wholly remote the one 
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from the other, the question of prior appropriation is legally insignificant, 
at least unless it appear that the second adopter has selected the mark with 
some design inimical to the interests of the first user, such as to take the 
benefit of the reputation of his goods, to forestall the extension of his 
trade, or the like. 149 


§ 4. Intent. 
In a suit for unfair competition, the plaintiff's right to an injunction 


does not depend upon the intent with which defendant’s name was 
adopted. 87 


Where the defendant used a label similar in shape and color scheme 
to the plaintiff’s label, but slightly different in arrangement and bearing 
a distinctive trade-mark, the similarity is not sufficiently close to justify the 
presumption of an intent to mislead purchasers; and in the absence of 
proof of confusion and the substitution of the defendant’s goods for those 
of the plaintiff, the bill will be dismissed. 255 


The fact that one manufacturer advertised an article extensively and 
created a demand for it gives him no ground for seeking to prevent a 
rival manufacturer from entering the market to supply the demand thus 
created, so long as he does not seek to pass off his product as that of 
the earlier manufacturer. 414 


§ 5. Deception. 

Whether plaintiff proceeds upon the ground of infringement of a 
trade-mark or upon the ground of unfair competition, there is one element 
common to both rights, which it is essential to establish; and that is that 
the dress of the alleged infringing or competing article is so similar to the 
one competed with, that it is probable the purchasing public, while in the 
exercise of reasonable care, will be deceived and led to purchase the com- 
peting article for that of the plaintiff, with consequent injury to his 
trade. 3 


It is necessary to show actual deception; it is sufficient if it be shown 
that the probable result of the use of the defendant’s label will be to de- 
ceive the ordinary purchaser. 43 


Where the defendant sold plowshares to fit plaintiff's plows, the use of 
a monogram so similar to plaintiff’s monogram as to deceive the purchasing 
public as to their manufacture, is unfair competition and the plaintiff is 
entitled to an injuncfion; but the use of such a monogram upon shares not 
made to fit the plaintiff's plows should not be enjoined. 553 
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In a case of confusion of corporate names, where it is clear that the 
use of a name by a competitor will result in deception and damages to an 
earlier user of a similar name, it is not necessary to await either, before 
applying for an injunction. 46 


Courts do not decide misleading markings by the caveat emptor rule 
of buyer and seller. It is not alone the rights of rival makers that are con- 
cerned, but the rights of the consumer, and no marking which travels near 
the border line of commercial deceit can be sanctioned. 53 


While a monopoly of a surname may not be secured by registration as 
a trade-mark in a distinctive form, yet simulation of mechanical and 
typical peculiarities may, if sufficient to deceive the public, be regarded as 
a violation thereof. 94 


The same fundamental principle of law and equity applies to both 
trade-marks and trade-names. In either case, such unfair conduct as is 
calculated to deceive the public into the belief that the business of the 
wrong doer is the business of him whose name, sign or mark is simulated 
or appropriated, constitutes the gist of the offense. 98 


The use of any simulation of a trade-mark which is likely to induce 
common purchasers exercising ordinary care to buy the article to which such 
simulation is affixed in the belief that it is the product of the owner of the 
trade-mark, is unlawful and will be enjoined. 206 


In determining the likelihood of deception arising from facts alleged 
to constitute unfair competition, account should be had of the character 
of the purchasers to whom the goods are sold. Where the goods are 
machines sold only to those skilled in a particular business, the likelihood 
of deception is diminished. 328 


No inflexible rule can be laid down as to what will constitute unfair 
competition. It is a question of fact to be determined by the circum- 
stances of the particular case, as affecting the likelihood of deception. 328 


It is an infringement on a legally acquired trade-name to use in the 
same locality and in the same line of business, another name of an import 
so similar that ordinary attention would not disclose the difference between 
the two names. 195 


It is not necessary to allege or prove actual fraud, where the imitation 
exists, nor need it be shown that persons have been actually deceived. The 
likelihood of deception is sufficient. 381 
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Where the acts of the defendant are likely to cause confusion between 
his goods and those of the plaintiff, evidence of successful deception is not 
necessary. 406 


A manufacturer of links, of a size and design that adapts them to be 
used in conriection with the links of another manufacturer to complete a 
bracelet, it is not liable to injunction where there is no evidence of effort to 
take advantage of the reputation of the earlier article. 414 


The idea of making a bracelet in separate links, to be interchanged by 
friends and made into a bracelet when a sufficient number have been ob- 
tained, is not one that can be monopolized by one manufacturer in the 
absence of any patent protection thereof. The manufacture of similar 
links by a rival maker, who advertises the product as bis own and does not 
seek to deceive the public as to its origin, affords no cause of action. 414 


The mere deception of the public gives no private right of action. The 
fact that goods are wrongfully represented to the public by the misuse of 
a trade-mark as the product of another, gives the latter no right of action 
where his own business is not interfered with. 469 


Evidence of actual deception of the purchasing public is not necessary 
where the imitation of the plaintiff’s goods is such to warrant the court in 
concluding that this deception was intended and would result. 487 


§ 6. Damage. 

In a case of confusion of corporate names, where it is clear that the 
use of a name by a competitor will result in deception and damages to an 
earlier user of a similar name, it is not necessary to await either, before 
applying for an injunction. 46 


If the court can see that confusion and deception are likely to result 
from the similarity of names, it will not refuse injunctive relief because 
actual damage has not been shown. 87 


The basis of suits to enjoin the use of the complainant’s name is the 
damage or possibility of damge to the complainant, not the damage or 
probability of damage to the public; fraudulent conduct on the part of the 
defendant is a necessary element, but fraudulent conduct without damage 
to the complainant does not suffice. 337 


2. UNFAIRNESS IN COMPETITION. 


§ 1. Imitating Appearance of Article. 
Where the defendant attempted to purchase goods from the plaintiff 
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and on failure to agree as to the price, began in Canada the manufacture 
of goods made by photographic reproduction in exact imitation of the plain- 
tiff’s goods, such acts constitute unfair competition and may be enjoined in 
a court of the United States. 233 


While there can be no monopoly in the form, color or size of package, 
if the dress and appearance of goods are deliberately made so like those 
of other goods as to deceive the consumer and deprive the manufacturer 
of the latter goods of sales which he would have otherwise made, the wrong 
of unfair competition is established. 384 


In a suit alleging unfair competition where it appears that defendant 
clearly and effectively distinguished its product from the plaintiff’s product 
by the manner of dressing same, plaintiff is not entitled to relief. 537 


§ 2. Imitating Structural Elements. 

Where plaintiff has manufactured and sold a mechanical toy, the 
manufacture by defendant of a toy of like character so made that the 
parts and units are interchangeable with those of plaintiff's toy and that 
these parts and units are distinguishable from those of the plaintiff only by 
careful comparison, the imitation of the box in which the goods are packed 
and the copying of the plaintiff's manual accompanying same, together with 
the sale of defendant’s toy at a less price to the dealer, constitute unfair 
competition. 487 


Any manufacturer has a right to imitate the structural features of 
an appliance, the manufacture of which is open to him, but imitation of 
non-functional features, such as color or decorations, tending to cause con- 
fusion, should be enjoined. 406 


§ 3. Imitating Packages and Containers of Goods. 
See, also III, 2, § 2. 

Where is appears from an inspection of the labels that the defendant 
intentionally subordinated the dissimilarities of its package, so that pur- 
chasers would be deceived into buying its goods for those of the plaintiff, 
there is no basis for a motion to dismiss a bill charging the defendant with 
palming off his goods for those of the plaintiff. 61 


Where the defendants packed their goods in boxes which closely 
imitate the boxes of the plaintiff in size, color, color of markings, use of 
coat of arms, identity and location of seal, use of the words “New York” 
and the name of the maker, an injunction should issue. 94 
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Where the circumstances are such that the cartons used by the plain- 
tiff do not come into the hands of the consumer, difference between the 
cartons of the plaintiff and those of the defendant are immaterial. The 
important question is then that of confusion between the goods them- 
selves. 406 


Recharging and reselling acetylene gas tanks, well known to the public 
under a certain trade-mark, will be enjoined as unfair competition, unless 
; the trade-mark is completely and permanently obliterated. Covering it with 
black paint is sufficient obliteration. 451 


§ 5. Imitating Color. 

Any manufacturer has a right to imitate the structural features of an 
appliance, the manufacture of which is open to him, but imitation of non- 
functional features, such as color or decoration, tending to cause confu- 
sion, should be enjoined. 406 


§ 6. Trade and Corporate Names. 
a. Personal. 

Where one of the incorporators of a business to which his name is 
given is the founder and former owner of a similar business, in which his 
surname has acquired fame, the form of the name of the later corporation 
must be such as to render it easily distinguishable from that of the earlier 
business. 94 


The proprietor of a particular vaudeville act which has been identified 
for five years by the use of the name “Mercedes,” may restrain the use of 
that name in connection with another similar vaudeville act, even though the 
leading actress therein whose name is “Mercedes” was formerly connected 
with the original act and gave it the name. 229 


Defendant is entitled to represent, by advertising and otherise that its 
product is the only one made by a Knabe or a living Knabe, provided the 
fact is also stated that defendant has no connection with the original 

\. manufacturers or their successors. Nor should defendant be restrained 
from asserting that its product is of Knabe quality when accompanied by 
such unmistakable disclaimer of origin of manufacture as to preclude 
confusion. 191 


F Where, in the sale of a business, there is no restriction of the rights 
i of the vendors to enter into the same business and to employ their name in 
connection therewith, either individually or as a part of a corporate name, 
the vendors are justified in so doing, provided they do not employ the 
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trade-marks of the purchaser or invade the good-will of his business, since 
the purchaser did not obtain either by common law or by registration under 
the statute, exclusive rights in the use of the family name. 180 


Where the name “Howard,” when used in connection with pianos, has 
come to indicate that they are the product of the plaintiff, the defendant 
may not use the same name without prefix or suffix, particularly since the 
plaintiff registered the name as a trade-mark with the knowledge and ac- 
quiescence of R. S. Howard, under whom the defendant claims. 535 


The use of the name “Wertheim” upon a watch, printed in a form 
of lettering long associated with the name “Waltham” upon watches, leads 
to deception and is unfair competition. 481 


The right to use one’s name in connection with the sale of a commodity 
cannot be gainsaid, and this regardless of the circumstances that such 
user incidently may injuriously affect a competitor with a similar name, 
whose wares under his name had theretofore acquired a reputation of great 
value. But a person may not abuse this right by the employment of 
methods calculated or designed to deceive the public respecting the iden- 
tity of the article produced and sold by him, so as to induce the belief that 
it is the well known production of another having a similar name. Q74 


A dealer in chocolates enjoined from selling the product of Louis 
Repetti, Inc., in boxes bearing the words “Read the Story of Louis Re- 
petti.” 343 


The organizer of a corporation to which he gave his own name does 
not, upon the severance of his connection with the company, part with 
any of his rights to the use of his name, in the absence of a specific con- 
tract to that effect. The right to use one’s own name is limited only by the 
obligation so to use it as not to represent one business, or an article of one 
manufacturer, as that of another. 328 


b. Corporate. 

A corporation which for a long pericd of time, has conducted its busi- 
ness and become known to the trade by a certain name, is entitled to pro- 
tection against the incorporation of, and competition from a rival, under a 
name so similar as to be likely to mislead the public. 46 


Where, in a suit for unfair competition, there was shown to be con- 
siderable confusion in the proper distribution of mail which is defectively 
addressed, it should be delivered to the elder institution, where it shall be 
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opened in the presence of a representative of the younger institution, so 
that both parties may be advised of the contents. In the event of a dis- 
pute, application may be made to the court for possession of the letters 
in dispute. 114 


Where, in a suit for unfair competition, the two parties have very 
similar corporate names, the organization by persons interested in the 
plaintiff, of a subsidiary corporation with a third very similar name, to act 
as selling agent for goods manufactured to compete with those of the de- 
fendant and to receive mail defectively addressed to either of the parties 
in the suit, should be restrained. 114 


Two companies located in the same city and manufacturing different 
classes of agricultural implements were both founded by the same man, 
whose name was made by him a part of the corporate name of each. When 
one company so broadened its field of manufacture as to include goods 
similar to those manufactured by the other, the later company may use its 
corporate name upon these goods, only when accompanied by a conspicuous 
statement, that such goods are not made by the other and earlier manu- 
facturer. 114 


The adoption by the defendant of a corporate name which differed 
from that of the plaintiff only in addition of the words “New York,” to- 
gether with the copying of the plaintiff’s annual book and forms, none of 
which was necessary in conducting the business, constitutes infringement 
and unfair competition. 46 


The fact that the distinctive and similar features of both plaintiff's 
and defendant’s names consist of a combination of geographical names, 
does not deprive the plaintiff of the right to protection. The trade-name 
“German-American Hand Crochet Button Works” is so similar to “German- 
American Button Co.” as to induce confusion in the trade and the possible 
deceit of the purchasing public. 87 


Where an individual or corporation has established a business and 
carried it on under a trade-name, and another person assumes the same or 
a similar name, in such a way as to induce persons to deal with him in the 
belief that he is dealing with the person or corporation who has given a 
reputation to the name, an injunction may issue. The use of the name 
“Broadway Little Hungary” for a restaurant should be enjoined on the 
suit of the originator of the name “Little Hungary” for a similar enter- 
prise. . 98 
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A right may be acquired to a name under which a business has been 
‘arried on and such name will be protected against infringement by an- 
other, who assumes it for the purpose of deception, or even uses it in- 
nocently to the detriment of the original appropriator. 99 


Defendant held entitled to use its corporate name upon the fallboards 
of its pianos, accompanied by a legible notice affixed to the cheek-block, 
in black letters upon a white background, which shall be readily legible 
and shall state the relationship between the plaintiff and defendant’s pred- 
ecessors. This notice to be used in connection with the more verbose one 
inside the piano. 181 


ce. Secondary. 
The word “Nevermiss” as applied to spark gaps is so similar to the 
word “Notamiss” applied to the same goods, that its use constitutes unfair 
competition and should be restrained. 108 


The use on a spurious article of a name that has become public prop- 
erty is not unfair competition against the manufacturer of genuine goods. 
The sale as “linoleum” of an article which is not properly so described can- 
not be enjoined by the maker of the genuine article unless it be shown that 


the spurious article has been misrepresented, otherwise than by the use of 
the name, to be the product of the manufacturer of the genuine article. 570 


If a would-be trade-mark loses its protection as such that means that 
the public has a right to use it and it would be strange to bring the pro- 
tection back simply by giving it another name. Nevertheless if the label 
bearing the trade-mark is deceptively imitated, such imitation may be 
enjoined. 103 


It is an infringement on a legally acquired trade-name to use in the 
same locality and in the same line of business, another name of an import 
so similar that ordinary attention would not disclose the difference between 
the two names. 195 


Where, in a suit for infringement of a registered trade-mark, the 
mark as used by the plaintiff held out to the public as registered precisely 
the element which the patent office had rejected, the plaintiff is not in a 
position to obtain relief and the liability of the defendant, if such exists, 
must be predicated upon grounds of unfair competition. 103 


When the term “Rubberset” has acquired a secondary meaning as goods 
of a particular manufacture, a rival manufacturer will be enjoined from 
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using the words “Set in Rubber” in such a way as is likely to deceive the 
public as to the origin of the goods. This extends to the marking of the 
brushes upon the ferrule, as the plaintiff has done, or elsewhere than upon 
the handle, where the words must be accompanied with the full name of the 
manufacturer, and when used in display matter or upon the labels, the 
words must be accompanied with the statement that the brushes are not 
manufactured by the Rubberset Company. 357 


Plaintiff made and sold a roof paint under the name “Roof Leak.” 
It made and sold to the defendant a roof paint which, by consent, was 
called “Never Leak” and bore the name of a fictitious manufacturer, in 
order to conceal from the public the fact that it was of plaintiffs make. 
The defendant, having later procured the product from another manu- 
facturer and sold it under the name “Never Leak,” is not chargeable with 
unfair competition against the plaintiff. Plaintiff cannot complain of a 
method of doing business which was adopted at its instance and for the 
purpose of concealing the origin of the goods to which it related. 345 


The proprietor of a play may enjoin the presentation of a photo play 
under the same title, although it is not claimed that the stories are in any 
way similar. It is clear that competition may exist between a play and a 
photo play with resulting damage to the former. 423 


§ 7. Descriptive Terms. 

A word or mark which is descriptive of the character or quality of 
the goods upon which it is applied, is entitled to protection from imitation 
or appropriation through use in connection with like goods by another, 
provided it has acquired a secondary meaning, indicating origin and owner- 
ship of the articles to which it was originally applied. 42 


Where plaintiff used on its label a laudatory description of his goods 
which originated with plaintiff, and defendant used this same address on his 
labels, such unfair competition should be restrained. 191 


A manufacturer of repair parts may use the private stock markings 
employed on these same parts by the manufacturer of the original machine 
to designate quality, size or style; but it is his duty to see that purchasers 
are fully notified that such parts are not made by the original manufac- 
turers. 553 


§ 8. Geographical Terms. 
The fact that the distinctive and similar features of both plaintiff's 
and defendant’s names consist of a combination of geographical names, 
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does not deprive the plaintiff of the right to protection. The trade-name 
“German-American Hand Crochet Button Works” is so similar to “German- 
American Button Co.” as to induce confusion in the trade and the possible 
deceit of the purchasing public. 87 


§ 9. Name of Patented Articles. 

The patents, under which the plaintiff and its predecessors manufac- 
tured a valve, having expired, the generic term identifying the thing pat- 
ented has become public property. But another manufacturer who makes 
and sells the valve under the generic name must so distinguish his product 
as unmistakably to inform the public that the thing manufactured by him 
is not the product of the original maker. 53 


The name “Neverleak” applied during the life of the patent to a 
“Tire Fluid,” the composition of which is secret but the use of which in a 
pneumatic tire is protected by a basic patent, does not become public 
property upon the expiration of the patent, because the “Tire Fluid” was 
never patented. Anyone was free to manufacture a “Tire Fluid” during 
the life of the patent and even to manufacture the one to which the name 
was applied, if they could discover the formula. The name, therefore, 
merely indicates the specific “Tire Fluid” manufactured by the maker using 
that name and is the subject of a valid trade-mark right. 61 


§ 10. Advertising. 

Two companies located in the same city and manufacturing different 
classes of agricultural implements were both founded by the same man 
whose name was made by him a part of the corporate name of each. When 
one company broadened its field of manufacture so as to include goods 
similar to those manufactured by the other, the later company may use its 
corporate name or that portion of its corporate name which is common to 
both concerns, in its advertising, catalogues and other printed matter 
referring to the goods made by both companies, only when accompanied by 
a conspicuous statement that such goods are not made by the other and 
earlier manufacturer, even though a new and arbitrary name is selected 
by the later manufacturer to distinguish his goods. 114 


The use of similar words and figures as signs upon defendant’s show 
windows is unfair competition and amounts to a false representation that 
the goods offered by the defendant are of the plaintiff's manufacture. 109 


Where the effect of a decree of dismissal has been misrepresented in 
the advertising of both parties, neither party has any claim to temporary 
relief by injunction. 67 
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Where one of the incorporators of a business to which his name is 
given is the founder and former owner of a similar business, in which his 
name has acquired fame, the later corporation may be restrained by in- 
junction from making any representation by sign or speech that its goods 
are the product of “R-,” or of the “Original R-,” or of the “Famous 
R-.” 94 


Where in a suit alleging infringement of a patent, circulars sent out 
by the plaintiff suppressed information as to the effect and limits of an 
interlocutory decree and were intended to effect the defendant’s trade, and 
to secure unfairly the business of the defendant’s customers, although the 
Jetters contained no false representations as to the scope of the decree, the 
plaintiff will be restrained from making any representations as to the decree 
without definitely informing the defendant’s customers of the character of 
the infringement. 252 


Where defendant circularized the trade before the expiration of the 
plaintiffs patent and by resorting to statements which verge upon false 
representations urged plaintiff’s customers to refrain from purchasing 
from plaintiff, such letters constitute unfair competition. 561 


The use of a sign upon a shoe repair shop, which was calculated to 
cause the public to believe that the shop is that of the plaintiff, is unfair 
competition and should be enjoined. 381 


Where the defendant has been guilty of improper advertising, the plain- 
tiff should be forbidden to advertise a decree in his favor at the peril of 
losing the benefit of the decree. 406 


§1l. Other Instances. 


When plaintiff has established a business system peculiarly its own at 
great expense of time, thought, labor and money, it acquires therein a 
property right of which the defendant cannot deprive it by introducing his 
goods into and as a part of the plaintiff's system. 487 


When a manufacturer of a beverage sells in bulk a syrup for making 
the beverage and also puts the beverage up in bottles, the latter bearing 
a distinctive trade-mark, one who purchases the syrup in bulk and manu- 
factures a beverage therefrom which he bottles and to which he affixes the 
manufacturer’s distinctive labels is guilty of unfair competition. 207 


Where the plaintiff’s beverage, Coca Cola, has come to be known under 
the nicknames “Koke” and “Dope,” the use of these names in the sale of a 
rival preparation is unfair competition. 349 
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An employee of the plaintiff who manufactured a patented article, was 
dismissed shortly before the expiration of the patent, and was employed by 
the defendant, a competitor. It was not unfair competition for this em- 
ployee to solicit business for defendant from plaintiff’s customers by the 
usual means. 561 


3. Suirs ror Unrair ComMPETITION. 


§ 1. Jurisdiction. 

In a suit alleging infringement of a registered trade-mark and un- 
fair competition, where the United States district court had jurisdiction 
over the parties for the purpose of enjoining the infringement, it also has 
jurisdiction to restrain all wrongful acts done in connection with the in- 
fringement which augment and aggravate the wrong. 191 


A federal court of equity is not without jurisdiction to render a decree 
for an injunction against continuing trespass, where threatened irreparable 
injury is shown, by the mere fact that no proof has been made of the 
specific amount of the injury. 553 


§ 2. Parties and Liability. 


The defendants in a suit for unfair competition are directly responsible 
when they place in the hands of retail dealers the means and the instru- 
mentalities by which the ultimate purchaser may be deceived. 94 


The proprietor of a newspaper which publishes an advertisement illus- 
trating one article, but advertising and offering for sale another and dif- 
ferent article, is not liable in damages, unless special damages be shown in 
the loss of specific customers, who were led to purchase the goods of another, 
believing by reason of the use of the illustration that they were the plain- 
tiff’s. 387 


§ 3. Pleading and Practice. 

Where a bill in a suit for infringement of a trade-mark and unfair 
competition has been dismissed, a counterclaim for relief in equity arising 
out of the same transaction is not affected by the dismissal of the bill, but 
may be prosecuted in spite of such dismissal. 67 


Unfair competition in trade is cognizable in a court of equity, because 
of its essentially fraudulent character, and the presumption is that the law 
in the foreign countries where any part of the fraudulent business was 
carried on, is the same as our own. 233 
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Where the parties have stipulated to the entry of a decree, the decree 
should not be disturbed except upon the showing of a defense to the merits, 
such that the refusal to reopen would be denial of justice. 522 


Since it is the complainant who is to be protected in suits to enjoin the 


use of his name, he must come into court with clean hands. 337 


§$ 4. Evidence. 

Where the defendant who was unable to secure an agency for the dis- 
tribution of the plaintiff’s flour in a certain territory, contracted with an- 
other manufacturer to sell its flour in the same territory under the same 
trade-mark and in packages so closely resembling plaintiff's as to deceive 
purchasers, even though the name of the latter manufacturer was not con- 
cealed, the circumstances indicate a fraudulent intent to palm off the flour 
of the latter manufacturer as that of the former, the reputation of which 
has been well established, and the plaintiff is entitled to a restraining in- 
junction irrespective of any claim by the defendant of affirmative trade- 
mark rights in that territory. 149 


Where the plaintiff claimed that certain descriptive words had acquired 
a secondary meaning, the burden of proof was upon him to show the fact. 
Testimony of persons in the employ of plaintiff, who called for the product 
at retail stores by name and were given plaintiff’s goods, is of little 
weight. 537 


Evidence that defendant’s sales increased with slight expense for ad- 
vertising, does not establish unfair competition; neither does the earlier 
and unsuccessful use by defendant of another name for its product, and 
its subsequent adoption of the name complained of. 537 


In a suit alleging unfair competition, it cannot be inferred without 
evidence that retail hat stores draw trade from towns sixteen, forty-five 
and seventy-three miles distant from the stores. 266 


§ 6. Relief. 
a. Injunction. 


Scope of injunction determined. 482 


To justify an injunction which would operate as restraint in the mer- 
cantile field, the case must be unmistakably clear and beyond question. 404 


The form of notice which the defendant is required to affix to its pianos 
to distinguish them from the complainant, pursuant to a decision of an 
earlier date, considered and determined. 298 
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Injunction denied to restrain further prosecution of proceeding for 
cancellation in the patent office. Whether the court has the power to do 
so queried. 310 


To warrant the denial of a preliminary injunction, the court need not 
pass upon the merits of the case. If the facts are clearly in dispute, a 
preliminary injunction is properly denied. 526 


The defendant has been restrained by an injunction from manufactur- 
ing, issuing or using a cigarette box or container red in color with a white 
border on the edges and containing any design, coat of arms, monogram, 
word or words resembling those on the container used by the plaintiff in 
the sale of its cigarettes. The defendant manufactured and used a box red 
in color and with a white border, but this box did not contain any design, 
coat of arms, monogram or words similar to those used upon the boxes of 
the plaintiff. The defendant held not guilty of violation of the injunc- 
tion. 112 


Where the plaintiff has established a trade-name which is not strictly 
a trade-mark, as indicating that goods bearing it are put on the market 


by him, he is entitled to protection against unfair competition in its use 
by others only within the territorial boundaries where he has established his 
trade-name by actual commercial transactions and not outside that terri- 
tory. 266 


A corporation which has used a mark on flour since 1872 in Ohio, 
Pennsylvania and Massachusetts, held not entitled to enjoin the use of the 
same mark on the same goods by one who has used the mark in good faith, 
though only since 1886, in Alabama, Mississippi, Georgia and Florida and 
has never encroached upon the plaintiff’s territory. 149 


Since the warning notice used by the defendant was placed inside the 
piano, the court was justified in requiring that a further notice be placed 
on the outside. But a mere plate with finely inscribed lines which stated 
that the piano was “not an original Knabe” or “not a Knabe” tended to 
discredit the defendant’s product and went beyond the relief to which the 
plaintiff was entitled. 180 


A right may be acquired to a name under which a business has been 
carried on and such name will be protected against infringement by an- 
other, who assumes it for the purpose of deception, or even uses it inno- 
cently to the detriment of the original appropriator. 99 
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Where an individual or corporation has established a business and 
carried it on under a trade-name, and another person assumes the same 
or a similar name, in such a way as to induce persons to deal with him in 
the belief that he is dealing with the person or corporation who has given 
a reputation to the name, an injunction may issue. 98 













If the court can see that confusion and deception are likely to result 
from the similarity of names, it will not refuse injunctive relief, because 
actual damage has not been shown. 87 












In a suit for unfair competition, the plaintiffs right to an injunction 


does not depend upon the intent with which defendant’s name was 
adopted. 87 













Where the effect of a decree of dismissal has been misrepresented in 


the advertising of both parties, neither party has any claim to temporary 
relief by injunction. 67 












In a case of confusion of corporate names, where it is clear that the 
use of a name by a competitor will result in deception and damages to an 
earlier user of a similar name, it is not necessary to await either, before 
applying for an injunction. 46 







b. Accounting of Profits. 

Where in a suit for unfair competition, resulting from the use after 
notice, of an infringing label, the goods were different in character, were 
called by a different name, were sold mainly in different places and to 
parties not likely to be deceived and where there is nu evidence of deceit 


or substitution in fact, the plaintiff is not entitled to an accounting of 
profits. 103 


















To recover damages, the party must not only show that he was 
damaged, but also the amount of the damage. Where there are no indica- 
tions from which damages may be computed, no accounting can be had. 561 







Where an injunction is granted against the further production of a 
film under the same name as a play and evidence of damage is offered, an 
accounting is properly decreed. 423 













Even though it was unfair for the defendant to continue to use, after 
notice, a label similar to that of the plaintiff, it does not follow that the 
defendant is chargeable with profits as a matter of course. 103 
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Where the defendant has infringed plaintiff's registered trade-mark 
and competed unfairly, plaintiff held entitled to an accounting of profits 
from date of filing of original bill. 191 


Rule 63 requiring the accounting party to state an account, calls only 
for results and not for the evidence upon which the account is based. The 
accounting party cannot be required to ircorporate in his account evidence 
or sources of evidence from which a diiic:ent account might be stated. The 
adverse party may, if he chooses, go into such an inquiry in accordance 
with the ordinary rules of evidence. 518 


The accounting party need not furnish to his adversary the name and 
addresses of his customers. If such names and addresses are necessarily 
disclosed as incident to the admission of evidence properly required, such 
disclosure would be unavoidable. 518 


c. Damages. 
To recover damages, the party must not only show that he was damaged, 
but also the amount of the damage. Where there are no indications from 
which damages may be computed, no accounting can be had. 561 


d. Costs. 
In a case of honest trade differences, where the defendant has not 
intentionally trespassed upon the rights of the plaintiff, the latter should 
not recover costs. 406 


§ 7. Laches. 
The plaintiff's failure during two years to sue is not such laches as 
will bar his right to an injunction. 496 


Constant and continuing use of unfair methods of competition per- 
sisted in against the objection of the party injured, neither deprive the 
victim of his equitable right to an injunction, nor confer upon the tres- 
passer any right to perpetuate them. 553 


§$ 8. Dismissal. 
See, also, III, 1, § 4. 
Where, in a suit alleging unfair competition, no present or prospective 
confusion of products is shown, the bill should be dismissed. 250 
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| ce 6-254 
“Pp. 96- 
a 4- $l 
d_ 5-108 
| f 5-109 
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baad 248. "Ve 306. 
Pe 3097 ’ 

















VOL. 3. 
-p. 309- 
d 4- 86 
"Pe 311- 
f 4-233 
f 4-235 
f . 4-245 
f 5-215 
f 5-225 
f 6-246 
f 6-373 
f 6-505 
-p. 333- 

3-536 
f 5- 44 
f 5- 50 
i 334. 

5- 45 
-p. $36. 
f 6- 51 
Pa 370- 

6-418 
-p. 371- 
f 4-243 
f 4-287 
P. 374. 
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f 4-188 
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-p. 405- 
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f 4-286 
f 4-539 
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-p. 323- 
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f 6-186 
ef 6-349 
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f 6-369 
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ee 4-455 
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f 5-184 
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f 6-451 
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f 6-495 
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cc 6-146 
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-p. 449’- 
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-p. 453’. 


lf 4-456 
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a 5-250 
-p. 455°- 
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a 5-301 
ec 5-473 
ec 5-475 
-p. 463'. 
a 5-247 


=p. 463°. 


1a 5-299 


=p. 465- 


f 5-384 
f 5-389 
=p. 466- 
m 5-127 
| f 6-418 
-p. 469- 
p 4-519 
f 5-214 
=p. 473. 
a 5-380 
f 6-126 
-p. 511- 
|a 5-161 
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ef 5- 46 
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| =p. 565°- 
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d 5-83 
| f 5-461 
| f 6-588 
-p. 568- 
|a 6-141 
| VOL. 5. 
| Pa 1- 
| ef 5-185 
f 5-186 
f 5-187 
if 6- 51 
| f 6-126 
d_ 6-188 
f 6-332 
| f 6-334 
| -p. 8. 
| f 6-544 
| =D. 33. 
| p 4-378 
| =p. 38- 
| f 6-505 
-p. 46- 
| ef 4-556 
| =p. 54- 
|m 5-316 
-p. 81- 
|r 5-332 
i? 84°. 
| f 5-460 
| -p- 85- 
lee 3- 43 
ee 4-157 
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| f 6-148 
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r 6-139 | -p. 163- 
ce 6-203 | f 6-284 

| | f 6-347 
=p. 109- | f 6-444 

lee 6-349 

| =p. 167- 

-p. 113°. | f 6-308 
f 6-144 | f 6-505 
=p. 113°. ] a 180- 
f 6-144 | 6-270 

| =p. 115’. -p. 182- 
is 6-146 | f 5-190 
cf 6-102 

-p. 1177 | f 6-403 

| f 6-287 d_ 6-424 
=p. 119- =p. 189. 
f 6-557 |r 6- 88 

ef 6-102 

-p. 127- 
f 6-410 | -p. 192- 
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-p. 130- | -p. 200- 
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| f 6-281 
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-p. 139- 
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d 6-599 
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| a 6-142 
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f 6-281 
-p. 261- 
f 6-509 
=p. 266- 
ee 5-399 
f 6-410 
-p. 269. 
f 6-418 
-p. 273- 
6-239 
=p. 276- 
v 6-496 
-p. 295. 
f 5-465 
f 6-147 
-p. 301- 
ef 5-473 
cf 5-475 
-p. 306- 
f 5-398 
d_ 6- 44 
r 6-345 
-p. 303- 
a 6-247 
-p. 306- 
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f 6-505 
-p. 308- 
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-p. 313- 
f 6-361 
=p. 316- 
f 5-501 
f 6- 51 
“pe 327 (- 
f 6-242 
f 6-281 
f 6-446 
f 6-595 


} =p. 330- 
| f 5-329 


f 6-282 
-p. 339. 
a 5-469 

|y §-492 

|v 6-220 


-p. 358- 
s 6-425 


;* 366- 
6- 93 


-p. 372°. 
f 6-390 


-p. 375- 
|} r 6-280 


-p. 376'- 
a 6-101 
|r 6-529 


-p. 388. 
ef 1-215 
| ef 2- 45 


-p. 392. 
f 6-418 


-p. 394- 
f 5-449 


=p. 399. 


ce 5-266 





Pt 417- 
5-420 


=p. 427° - 
cf 6-102 


-p. 428" 


| f 6-433 


-p. 429- 
a 6-250 
-p. 447- 
f 6-418 
=p. 460°. 
f 6-588 
-p. 460°- 
f 6-144 
-p. 460*- 
f 6-144 
-p. 461°- 
a 6-238 
| =p. 464°. 
| f 6-145 
a 6-341 
f 6-441 


so 466'- 
. 6-102 
cf 6-142 
a 6-236 
dad 6-581 
-p. 469- 
v 5-492 


v §-220 


-p. 473. 


S 4-343 
| ce 4-455 
ce 5-301 
f 6-43 
f 6-362 
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a 6-519 | v 6-254 | -p. 221- 
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d 6-97 | op. 141. | d_ 6-583 
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ef 6-142 f 6-459 | f 6-472 
r 6-529 f 6-468 
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ce 6-146 
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ce 5-308 
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“Pp. 395- 
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-p. 481°. | 
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f 6-588 


|p. 442. 
| a 6-430 


-p. 444". | 


f 6-444 


-p. 445°. 


| Ss 6-598 


-p. 454- 


Ss 6-457 


=p. 457- 
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} -p. 484 | 


|S 6-522 
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